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HAPPY NEW YEAR 2020 
to all our readers.

It has been a fantastic year for 
The Global IP Matrix, and 2020 
is shaping up to become an even 
bigger and productive year for us. 
We have kept to our promise of 
giving our readers diverse news 
from the IP world straight from the 
frontline and hope you agree!

We want to thank all our amazing 
contributors and give them credit for all 
the content they have submitted to us over 
the year. Without their expert knowledge, 
we would not be where we are today.
We endavour to provide our readers with 
engaging and up to date topics, written by 
specialists in the industry at all levels with 
an unbiased approach. Our ethos is ‘each 
one teach one’, shared knowledge is key.  

We look forward to continuing to provide 
the right content to keep you wanting 
to read more in the coming year. Please 
enjoy this issue and look out for us again 
in a few months. 

Gabriela Bodden
Partner at Eproint 
www.eproint.com 

Costa Rica

Ms. Brenda Matanga 
Managing Attorney & head of practice 
at B Matanga IP Attorneys for Africa 

www.bmatanga.com
Zimbabwe

Marek Bury
Managing Partner and Patent 

Attorney at Bury & Bury
www.bnb-ip.eu

Poland

Ms. Laura Castillo
Partner at IP Law Firm DR

www.iplawdr.com 
Dominican Republic

Mr. Afamefuna Francis Nwokedi
Principal Counsel of 
Stillwaters Law Firm 

www.stillwaterslaw.com
Nigeria

Ms. Ruta Olman
Immediate past president of ECTA 
& Associate partner of METIDA 

www.metida.lt
Latvia

THE GLOBAL 
IP MATRIX 
EDITORIAL 

BOARD

From all of us at 
The Global IP Matrix 
& Northon’s Media, 
PR & Marketing 



4                         www.gipmatrix.com

April 25–29, 2020|Singapore
www.inta.org/2020Singapore

BUILD YOUR BRAND | NETWORK AND CULTIVATE CONTACTS

MEET OUTSIDE COUNSEL | LEARN ABOUT CUTTING-EDGE IDEAS AND TECHNOLOGY 

International Trademark Association
Annual Meeting

The place for brand owners and  
intellectual property professionals to connect

INTA_GIP_FINAL.indd   1 12/3/19   1:47 PM

Carlos Northon
CEO & Founder Northon’s Media PR & Marketing LTD 
Publisher of The Global IP Matrix & Women’s IP World
carlos@northonsprmarketing.com

Elvin Hassan
Editor for The Global IP Matrix &  Women’s IP World
Head of International liaisons for Women’s IP World
elvin@womensipworld.com

Craig Barber
Head of Design for The Global IP Matrix  & Women’s IP World
info@northonsprmarketing.com

Disclaimer: all images in the articles are provided by authors and Upsplash.com, Pixbay.com and cleanpng.com

Steve Aslett 
Director International Accounts
steve@northonsprmarketing.com

Catherine Goodwin-Gracia
Head of Business Development
catherine@northonsprmarketing.com

Page 6
IP & The Manufacturing Sector: Prospects Under 
the African Continental Free Trade Area
Sarah Norkur Anku, Senior Partner at Anku. 
Anku At-Law.

Page 10
China’s Newly Enacted Regulation of Governing 
Trademark Applications to Further Implement 
How to Reduce Trademark Squatting
Lai Zhao, Senior Partner at Unitalen Attorneys.

Page 14
Well-known Trademark, a Timeless Subject 
Matter
Vladimir Biriulin, Partner & Head of Legal Practice 
at Gorodissky & Partners.

Page 17
Is the USPTO ready for Bud?
Michele Katz, Partner at Advitam IPt

Page 19
Women Are Leading Landmark Cases on the 
Protection of Three-Dimensional Marks in Latin 
America –the CROCS Case in Colombia
Claudette Vernot, Managing Director at 
Estrategia Jurídica Nacional e Internacional.

Page 22
Asimov and the Patenting of Ethical Robots
Victor Green and Kaj Mahendiran, Patent 
Information Analysts at Victor Green & Company.

Page 26
Drug Exclusive Marketing Rights: Delaying 
Generics entry!
Mr. D.P.S Parmar, Special Counsel at LexOrbis.

Page 28
A PatWorld Presentation
Alec Griffiths, Manager, Biotech Team at Patent 
Seekers.

Page 31
A Global Analysis on Pilotless Automobiles
Zhipeng Lui at incoPat.

Page 34
Dance Moves and Copyright
Aishwarya Chaturvedi, Associate at Singh & Singh.

Page 36
Counterfeits are costing the UK Economy Billions 
Counterfeit trade in the UK economy continues 
rising to epidemic levels
Lisa Lovell, CEO at Brand Enforcement UK BEUK.

Page 38
A case note on Unilever Sri Lanka Limited v 
Nature’s Beauty Creations Limited (H.C. (Civil) 
29/2018/IP)
Ms. Anomi Wanigasekera, Partner & Head of 
Intellectual Property & Ms. Navindi Naotunna, 
Associate at Julius & Creasy.

CONTENTS
Trademarks

Copyright

Brand Protection

Patent

Michele S. Katz Founding Partner at Advitam IP, LLC
www.advitamip.com

Mrs Sarah Norkor Anku, Senior partner at Ankku.Anku At-Law 
www.ankuatlaw.com

Lisa Lovell, CEO & Founder Brand Enforcement UK Ltd 
www.brandenforcement.co.uk

Claudette Vernot, Managing Director at  Estrategia Jurídica 
Nacional e Internacional
www.estrategiajuridica.co

Valdimir Biriulin, Partner at Gorodissky & Partners
www.gorodissky.com 

ZHIPENG LIU Patent Consultant of Beijing incoPat Co,Ltd 
www.incopat.com

Anomi I Wanigasekera - Partner and head of IP at Julius & Creasy 
www.juliusandcreasy.com

Ms Navindi Naotunna - at Julius & Creasy
www.juliusandcreasy.com

Mr. DPS Parmar, special counsel LexOrbis
www.lexorbis.com

Alec Griffiths Manager BioTech Team, PatWorld 
www.patworld.com

Aishwarya Chaturvedi - Associate Singh & Singh
www.singhandsingh.com

Mr. Lei Zhao - Senoir Partner at Unitalen Attorneys at law 
www.unitalen.com

Contributors



6 7                        www.gipmatrix.com                www.gipmatrix.com

INTELLECTUAL PROPERTY AND 
THE MANUFACTURING SECTOR: 
PROSPECTS UNDER THE AFRICAN 
CONTINENTAL FREE TRADE AREA

The laws remain fragmented along the lines of States 
until harmonisation is achieved. To this effect, users 
of the IP systems in Africa may need to be conscious 
of the differences in the laws and to the fact that only 
thirty-six states of the fifty-five member states of 
the African Union (AU) are members of the two IP 
Regional Organisations.

The concern about the lack of harmonisation is 
even more critical with the recently created African 
Continental Free Trade Area. The Agreement 
Establishing the African Continental Free Trade 
Area (AfCFTA) has a membership of fifty-four 
AU States, and by implication, the Free Trade Area 
will comprise a market size of over one billion, two 
hundred million people.

Article 3 of the Agreement, among others states as 
follows:

“The general objectives of the AfCFTA are to: 
(a) create a single market for goods, services, 
facilitated by movement of persons to deepen the 
economic integration of the African continent …”

Article 4 of the Agreement further provides for 
specific objectives of the Agreement and states 
among others as follows: 

“For purposes of fulfilling and realising the 
objectives set out in Article 3, State Parties shall:
  
(c) cooperate on investment, intellectual property 
rights, and competition policy…” 

The second phase negotiations of the Agreement 
involve negotiating Protocols on Investment, 
Intellectual Property Rights, and Competition. An 
AfCFTA IP Protocol is expected to harmonise the 
African IP system in a manner beneficial to the 
continent, facilitate trade, and promote creativity 
and innovation on the continent.  

As discussed by Sarah Norkur Anku,
Senior Partner at Anku. Anku At-Law -  www.ankuatlaw.com

Intellectual Property Rights (IPRs) 
are intangible assets with significant 
value to businesses. They are products 
of the human intellect, which are 
protectable by law. IPRs also serve as 
a tool for promoting entrepreneurship 
and innovation by encouraging 
and supporting creativity as well as 
protecting rights owners from unfair 
competition.

A single product may 
contain several IPRs, 
for example, product designs protected by Industrial 
Designs, a logo protected by trademark, a manual 
or label protected by copyright, the product or 
process of manufacturing protected by patents or 
utility models. Laws governing IPRs may differ from 
one jurisdiction to the other. Member states of the 
World Trade Organization (WTO) are bound by the 
Agreement of Trade-Related Aspects of Intellectual 
Property Rights (TRIPs Agreement). Yet, the 
flexibilities of the Agreement allows for variations 
in the IP laws of member states. For example, while 
some States such as Angola and Ghana protect 
Utility Models, others like the United States of 
America do not; Some may protect plant varieties 
under patents while others by sui generis law. It is for 
this reason, among others, that attorneys, (in seeking 
the interests of their clients), obtain information 
from various states of interest. This tedious process 
has been minimised to a great extent by the creation 
of regional organisations over the period. Some of 
these regional bodies seek to harmonise the IPR laws 
of their member states in order to facilitate the use of 
the IPRs systems within those regions. 

The two main regional IPR 
organisations are in Africa,
namely, the Organisation Africane de la Proprete 
Intellectuelle (OAPI) and the African Regional 
Intellectual Property Organization (ARIPO). While 
OAPI has seventeen member states with harmonised 
IPR laws and a unitary system, ARIPO has nineteen 
member states and runs a dualist system. Despite its 
dualist status, ARIPO strives to achieve some level 
of harmonisation, in accordance with Article 2(a) 
of the Lusaka Agreement on the Creation of the 
Organisation:

  The objectives of the Organisation shall be:
(a) to promote the harmonisation and 
development of the intellectual property laws, 
and matters related thereto, appropriate to the 
needs of its members and of the region as a 
whole.

Despite the expected 
positive impact on trade,
the vast market may also cause an influx of 
counterfeit and pirated goods. It may also increase 
infringement of IPRs, innocently or otherwise, 
with ensuing substantial negative impact on rights 
holders. Hitherto negligible impact of infringements 
in smaller markets of individual African states will 
now escalate to a massive infringement over a huge 
market, which can no longer be ignored by rights 
holders.   

Over the past decade, Africa has had the least 
registered IPRs according to the Global Innovation 
Index as published yearly, with the majority of the 
applications being foreign-owned. By implication, 
Africa currently has the widest “freedom-to-operate” 
area, with the resultant freedom from litigation. Does 
the question then arise whether businesses will take 
advantage of this opportunity? Will rights holders 
seize the chance to cover all loopholes and ensure all 
their IPRs are adequately protected on the continent? 
As private rights and tradeable assets, IPRs are 
also used by businesses as a tool to promote 
investment. In the manufacturing sector, IPRs play 
a significant role by securing the knowledge-based 
assets of businesses. These rights create some form 
of monopoly over a limited period to encourage 
and promote creativity and innovation as well as 
to disseminate knowledge and diffuse technology, 
to the mutual advantage of producers and users, 
in a manner conducive to social and economic 
welfare thus creating a balance between private and 
public rights as enshrined in Articles 7 and 8 of the 
Agreement on Trade-Related Aspects of Intellectual 
Property Rights (the TRIPs Agreement). 

These rights should not be permitted to either 
blatantly or subtly devel¬op into disguised 
monopolies which stifle or hinder the general 
public interest and welfare  because IPRs are not 
monopolies per se since monopolies connote a 
negative venture of taking something already in the 
public domain from the public. These rights instead 
encourage creativity and innovation while creating 
an enabling environment for generators of IPRs to 
recoup their investment.

As Africa opens up its 
borders to free trade in 
goods and services,
the value and importance of IPRs are imminently 
more crucial to businesses and manufacturers 
in particular. It is expected that the number of 
patents on the continent will increase following 
the fast-paced global economy, with a significant 
rise in the number of patents granted each year. 
How can manufacturers in Africa ensure that 
their technologies do not infringe on IPRs of third 
parties and avoid substantial legal costs to defend 
infringement actions arising from the use of IPRs 
belonging to others? Will manufacturers ensure that 
their new technologies and other knowledge-based 
assets are adequately protected from competitors? 
How can a business ensure that it does not infringe 
on the IPRs of others? How can businesses fully 
exploit their technologies, industrial designs, logos, 
software, etc. from competitors? IPRs do not only 
fence business’ IPRs but also defines the scope of use 
by competitors, thus provide a competitive edge on 
the market.

Registration of IPRs on relevant markets ensures 
relatively easier enforcement of the rights, especially 
on a continent in which legal proceedings and court 
systems are often at times cumbersome to utilise 
and contentious. For example in the Ghanaian case 
of Hampta & Sons , the Commercial Court judge 
held that, where none of the parties to a trademark 
case have registered the disputed trademarks, both 
parties should be restrained from using the mark 
although the mark was being used by one party 
and had used it for over twelve years. Clearly, the 

ruling was at variance with 
the established 

common law principle of the right of use. 
Unfortunately, the position of the high court judge 
was endorsed by the Court of Appeal. Businesses 
may wish to avoid such situations by taking steps 
to have their IPRs adequately protected through 
registration and avoid relying on the discretion of 
judges during disputes.

The IP system also allows for the commercialisation 
of generated IPRs through licences and assignments. 
In this global village, it is easier to collaborate with 
rights holders of various technologies through 
licensing-in, licensing-out, and cross-licensing. 
AfCFTA has created an opportunity for businesses 
in Africa to reconsider their business models and IP 
strategies to harness the benefits of trading in African 
goods within the free trade area. Manufacturers may 
wish to conduct in-depth due diligence on IPRs 
before acquisition to avoid potential litigation. It 
is highly recommended that manufacturers seek 
professional legal and business intelligence advice 
from competent firms to guide them navigate this 
daunting and unfriendly area of business law. It is 
even more important in certain jurisdictions like 
Ghana, where the licence agreement may be set 
aside if certain provisions of the law are contravened.
In Ghana, licensing-in of technologies is highly 
encouraged; however, stringent rules governing 
technology transfer exist.
The Ghana Patent Act, 2003 (Act 657) states as 
follows:

“Section 29(4) A licence contract concerning a 
patent or a registered utility model certificate, or 
an application shall be submitted to the Registrar 
who shall keep its contents confidential but shall 
record it and publish a reference to it in the 
prescribed manner. 

(5) The licence contract shall have no effect against 
third parties until it has been recorded.”
Again, the Regulations to the Ghana Investment 
Promotion Centre Act, Technology Transfer 
Regulations, 1992 (L.I.1547) provides among 
others, clauses that are unenforceable, and 
includes

(a) clauses transferring technology which is 
freely and readily available in Ghana; or
(b) clauses which restrict the volume of 
production or the sale of the transferee’s 
products in the transferee’s country; or 
(c) clauses which completely prohibit the 
exportation of the transferee’s products or 
the right to export to specific geographical 
areas other than to areas where the 
transferor has previously granted exclusive 
rights to third parties; or…” 

CONCLUSION
Africa has consistently lagged behind 
in the utilisation of the IPR system over 
the years though efforts have been made with 
minimal impact by relevant institutions to raise IPR 
awareness, AfCFTA has created the opportunity for 
manufacturers to have access to a broader market for 
the commercialisation of products embodying IPRs 
and the resultant encouragement and promotion of 
creativity on the continent. However, the challenges 
of increasing counterfeit and pirated goods, as well 
as other forms of infringements, albeit, innocently 
are equally expected. 

Will African manufacturers 
take advantage of this 
opportunity? 

Will foreign rights holders 
be more proactive in 
protecting their IPRs in 
Africa? 

Will African businesses be 
saddled with numerous 
suits with huge IPR 
litigation costs that may 
erode their capital and 
collapse their businesses? 

IPR Practitioners, like 
us, wait to see where the 
pendulum will swing.     
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China’s Newly Enacted Regulation of
Governing Trademark Applications to
Further Implement How to 
Reduce Trademark Squatting

ACTS that violate the principle of good faith, 
social order, and good customs or have other 
bad effects are committed. The regulation 
made precise requirements for trademark 
registrations, provided a more explicit basis 
for examination and law enforcement, and 
conducted publicity, interpretation, and 
positive guidance to the public.

In examination practice, if the CTMO finds 
that trademark applicants without any justified 
reason,  engage in a large number of trademark 
applications or registrations, trademark trading 
all the time, illegally using public resources, 
and frequently file for trademark applications 
on the dissimilar goods or services on the 
registered trademark of others. Specifically, 

when determining whether a malicious 
application is constituted, examiners need to 
make analysis and judgment based on multiple 
considerations and evidence, such as using 
the trademark examination system to check 
the applicant’s application history, transfer 
and other related matters and screening 
well-known trademarks, well-known place 
names and other prohibited marks. Through 
the business license, enterprise information 
publicity system to the industry, illegal records, 
and so on. Also, according to the provisions 
of article 29 of the trademark law, in the 
examination process, if the examiner believes 
that the applicant is suspected of malicious 
application or hoarding registration, he or she 
may be required to make relevant explanations.

Written by Mr. Lei Zhao – Senior Partner at Unitalen Attorneys
www.unitalen.com

TRADEMARKS

As of November 1, 2019, China’s 
amended trademark law has already 
come into force. The National People’s 
Congress has amended six articles of 
the trademark law in which one of 
the significant changes is focusing on 
reducing trademark squatting and 
taking serious measures against bad 
faith applications. To fully ensure the 
smooth implementation of the revised 
Trademark Law against bad faith 
applications, the State Administration 
for Market Regulation (SAMR) has 
passed the regulation of governing 
trademark applications, which help 
to interpret these new changes in the 
revised Trademark Law. 

How to define bad 
faith and intent to use?
Under Article 4, paragraph 2 of the New 
Trademark Law is amended to read 
Applications for trademark registrations in 
bad faith, which are not intended for use shall 
be refused. The Chinese Trademark Office can 
now reject applications for bad faith during the 
substantive examination before publication. In 
addition, Article 33 for oppositions and Article 
44 for invalidations now make reference to 
amended Article 4, thereby making bad faith a 
basis for oppositions and invalidations.

Currently, there are many articles on violation 
of the principle of good faith in the trademark 
law. As prescribed by the regulations in article 
3 of the regulation, in practice, common type 
of violation of the principle of good faith are 
listed as follows: 1.malicious application no 
intent to use; 2. copy, imitation or translation 
of other well-known trademarks; 3. former 
agents, representatives apply for trademarks 
of another party; 4. based on contracts, 
business or other relationship, knowing others’ 
trademark prior to use of trademarks and apply 
for registration of the trademarks; 5. Where 
the existing prior right of another person is 
infringed, or the trademark that another person 
has already used and has certain influence 
is registered in advance by unfair means; 6. 
Where the trademark registration is applied 
for by cheating or other unfair means, or other 

What kind of 
requirements and 
penalties will be given 
to agencies?
 Article 19, paragraph 3 of the New Trademark 
Law is amended to read ‘a trademark agency 
shall not accept the entrustment of a principal 
if it knows or should have known that the 
trademark entrusted by the principal for 
registration application falls under any of the 
circumstances prescribed by Article 4, Article 
15 and Article 32 of this Law’.

This implies that a trademark agency must 
commit at least a minimum level of due 
diligence of client’s proposed marks before 
filing and this also indicates that the trademark 
agency must firstly refuse the representation 
of a bad faith filer if the agency knows or 
should have known that the bad faith filer 
was squatting. The regulations regulate the 
behavior of the trademark agency. 

If the above acts are verified, the market 
supervision and administration department at 
or above the county level will order correction 
within a time limit, give a warning and impose 
a fine of not less than 10,000 Yuan but not 
more than 100,000 Yuan. The place where 
the perpetrator is located or where the illegal 
act is committed, the person in charge will 
be directly responsible and other persons 
directly responsible shall be given a warning 
and imposed a fine of not less than 5,000 
Yuan but not more than 50,000 Yuan. If a 
crime is constituted, criminal responsibility 

shall be investigated according to law. If 
serious, the administrative department 
of intellectual property rights may 
decide to stop accepting the 
trademark agency’s filings of 
trademark and make a public 
announcement. 

In addition, other processing 
measures can also be applied, 
including 1.the punishment 
information into the national 
enterprise credit information 
publicity system to the public; 
2. interview the principal of 
the agency for rectification, 3. 
the trademark association of 
trademark agency shall take self-
discipline measures according to law.

What kind of 
measures and penalties 
are given to those 
who file bad faith 
applications?
In practice, credit punishment is a very 
effective means of regulation for those who 
engage in illegal acts. There have been many 
successful experiences in the field of patents, 
including in November 2018, the National 
Development and Reform Commission, the 
People’s Bank of China, the State Intellectual 
Property Office and other departments jointly 
issued “cooperation memorandum of joint 
discipline against serious discredit in the field 
of intellectual property rights (patents)”, in 
which abnormal patent application behavior is 
listed as one of the serious discredit acts. To this 
end, the CNIPA is studying the formulation 
of the “management measures on the list of 
objects subject to severe breach of trust in the 
field of patents”, which details the operational 
issues concerning the implementation of 
the memorandum. The measures for the 
management of the list of serious breaches of 
trust, which is being formulated by the State 
Administration for Market Regulation, is 
also considering the abnormal application of 
patents as one of the cases on the list of serious 
breaches of trust. Next, joint punishment 
for malicious trademark applications will 
be specified in relevant regulations and 
documents, following the practice in the 
patent field.

Epilogue
In 2018, about 100,000 bad faith trademark 
applications were rejected in the examination 
and objection process, and 24,000 malicious 
applications were rejected in the second quarter 
of 2019, accounting for about 4.2% of the total 
rejected in the same period. The latest revision 
of the trademark law and the promulgation 
of this regulation provide a more explicit and 
more direct legal basis for cracking down on 
malicious application for registration, which 
is conducive to further strengthening the 
fight against malicious trademark registration. 
Next, the Chinese Trademark Office will 

formulate specific regulations as soon as 
possible to refine the malicious application 
without intent to use as stipulated in article 4 
of the Trademark Law and publish typical cases 
of malicious application for trademarks in 
recent years to reflect the legislative effect and 
deterrent force. At the same time, the CNIPA 
will continue to promote a new round of 
preparations for an overhaul of the trademark 
law, through the study of the evaluation of 
the implementation of the trademark law, 
concerned about social hot issues to carry out 
special demonstration, widely listen to advice, 
strengthen the protection of trademark rights. 

We believe that with the 
implementation of these 
new regulations, the 
administrative order of 
trademark registration 
will be further 
standardised to create a 
better market competition 
environment.
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Well-known Trademark,  
a Timeless Subject Matter

the date indicated in the application if that 
trademark or that designation became widely 
known among relevant consumers in Russia as 
a result of its intensive use. 

It is Not the Date of the 
of the Application
It is not the date of the application; it is the date 
from which, according to the applicant, the 
trademark/designation became widely known. 
Recognition of a given designation as a well-
known trademark is confirmation of what has 
become widely known. On the other hand, one 
may argue that the possibility of recognition of 
a given designation as a well-known trademark 
may jeopardise the validity of any registered 
trademark. The law provides a safeguard, 
though. It sets forth that a trademark or a 
designation cannot be recognised as well-
known if they have become widely known after 
the priority date of an identical or confusingly 
similar trademark of another person in respect 
of similar goods.

That safety catch does not always 
work. Back in 2015, ForaFarm Ltd. 
filed and obtained registration of 
“LOSHADINAYA DOZA” trademark 
(horse dose or very large dose in Russian 
parlance). Registration No 544850 for 
goods in Class 03. 

Zeldis Ltd. appealed against the above 
registration twice. In its first appeal, it argued 
that it had earlier registered “LOSHADINAYA 
DOZA” (Reg. Nos 430477, 530642) in Classes 
03 and 05. In its second appeal, it referred 
to the fact that “LOSHADINAYA DOZA” 
owned by it, was recognised as a well-known 
trademark from March 1, 2014, according to 
the application filed March 14, 2017, i.e., the 
date of recognition was backdated three years. 
The first appeal, dated March 2016, was 
refused. The decision of the patent office 
was unsuccessfully appealed at the IP court. 
The court said that there was no confusing 
similarity to the cited trademarks. 

Written by Vladimir Biriulin, Partner & Head of Legal Practice at 
Gorodissky & Partners - www.gorodissky.com

A trademark is a tried and tested 
matter, more often than not, it 
does not raise questions, save some 
particulars in legal practice.  Then, 
there is also the concept of a well-
known trademark. A well-known 
trademark is valid eternally and 
protects dissimilar goods.   It may 
be a dream for every trademark 
owner, though the hurdles on the 
way to acquiring that status deter 
many from embarking on that 
thorny way. 
The law (Article 1508 of the Civil Code) 
provides that a trademark protected in Russia 
based on its state registration or in accordance 
with an international agreement or used 
as a trademark, or a designation used as a 
trademark but not registered as such in Russia 
may be recognised as a well-known trademark. 
However, it can only be recognised from 

As for the second appeal, the Chamber of 
Patent Disputes invalidated ForaFarm’s 
“LOSHADINAYA DOZA,” explaining that it 
cannot be perceived other than an imitation of 
“LOSHADINAYA DOZA” recognised as well-
known. 

ForaFarm tried to refer to the invalidation 
of the opponent’s trademark according to 
its first appeal. Still, the Chamber of Patent 
Disputes explained that the circumstances in 
connection with the well-known trademark 
were not examined within the framework of 
the first appeal.

ForaFarm appealed the decision at the IP court 
and won the case; however, Praesidium of the 
IP court cancelled the judgment and sent the 
case back to the first instance of the IP court 
for reconsideration. The first instance court 
examined the case and again refused to satisfy 
the appeal. ForaFarm again appealed the 
judgment to the Praesidium of the IP court. 
This time, the IP court suspended examination 
of the case and sent an inquiry to the 
Constitutional Court.   The case was bandied 
back and forth within the IP court, and the 
above depiction of the events shows only that 
the attribution of the date of recognition of the 
trademark as well-known is not as clear as it 
might seem from the law.

The IP court questioned the constitutionality 
of Article1483[6(3)] of the Civil Code (a 
designation cannot be registered as a trademark 
if it is similar or identical to a trademark 
recognised as well-known from the date earlier 
than the date of the claimed designation). 
In addition, Article 1508 (a trademark or 
a designation used as a trademark may be 
recognised as a well-known trademark from 
the date indicated in the application if that 
trademark or that designation became widely 
known among relevant consumers in Russia as 
a result of its intensive use). 

In the opinion of the IP court, these two 
provisions in their conjunction are not in 
accordance with the Constitution to the 
extent that allows the patent office to cite a 
well-known trademark against a disputed 
trademark. Especially in the situation where 
that well-known trademark was not recognised 
as such on the priority date of the disputed 
trademark, nor was even a request filed on that 
date seeking to recognise it as well-known. 

The IP court opined that the disputed 
provisions of the Civil Code allow the right 
holder to arbitrarily determine the date from 
which his trademark will be recognised as well-
known. This contradicts the Constitution and 
does not guarantee that the trademark owners 
may use their property freely and protect their 
rights, including in court.
The Constitutional Court referred to Article 
1508 (see above) and other articles of the Civil 
Code. It stated that recognition of a trademark 
as well-known (or of a designation used as a 
trademark) and its legal protection should 
not be necessarily associated with the fact 
of its state registration. This legal regulation 
is in accord with the Paris Convention (Article 
6bis). 

The Protection of a 
Well-known Trademark 
is not Limited in Time
The protection of a well-known trademark is 
not limited in time.  Its protection is broader 
than that of regular trademarks. It covers 
not only the goods in respect of which it 
is recognised as well-known however also 
dissimilar goods (Article 1508.3) if the use of 
that trademark by other persons in respect 
of such goods will result in the consumers 
associating the use of the trademark with the 
owner of the well-known trademark. This 
statement of the Constitutional Court echoes 
Article 16 of TRIPS Agreement (Article 6bis 
of the Paris Convention (1967) shall apply, 
mutatis mutandis, to goods or services which 
are not similar to those in respect of which a 
trademark is registered, provided that use of 
that trademark in relation to those goods or 
services would indicate a connection between 
those goods or services and the owner of 
the registered trademark and provided that 
the interests of the owner of the registered 
trademark are likely to be damaged by such 
use).

Priority of a well-known trademark shall 
be established on the date indicated by the 
trademark owner if the trademark satisfies the 
characteristics of a well-known trademark on 
that date. 

Hence, if the patent office recognises an earlier 
registered trademark as well-known, the 
priority for such trademark may be established 
on the date earlier than the date of such 
recognition, or the date earlier than the date 
of the corresponding request by the applicant, 
or, adding more to it, the priority date may be 
established  even earlier than the filing of the 
original trademark application.

So, the applicant will have to provide 
documents showing that the trademark has 
become well-known on a certain date and 
also on the date of filing the application for 
recognition of the trademark as well-known.
The above broad understanding of attributing 
the priority is based on the idea that the 
well-known character of a trademark (or 
of a designation used as a trademark) is a 
fact of objective reality and the procedure of 
recognition of a trademark/designation as 
well-known is only aimed at confirming or 
refuting this fact and is not aimed at certifying 
its emergence. If the applicant fails to provide 
documents proving that a trademark became 
well known to the public on a particular date 
or if it became well-known after the priority 
date of an identical or confusingly similar 
trademark of another person in respect of 
similar goods, the patent office will reject the 
application.

Thus, the provisions of Articles 1483[6(3)] and 
Article 1508 challenged by the IP court exclude 
a deliberate choice of the priority date of the 
well-known trademark by the applicant. 
At the same time, Article 1512(3) of the Civil 
Code provides that a well-known trademark 
may be cancelled in full or in part at any time 
if protection was granted in contravention 
of the above Article 1508. Also, a well-

known trademark may 
be cancelled if it lost the 
properties essential to a 
well-known trademark.

The above 
considerations 
interpreted in 
conjunction with several 
provisions of the Civil Code 
cited above rule out the 
possibility of recognising a 
trademark as well-known 
if it does not deserve such 
recognition. If a trademark 
was recognised as well-known 
without sufficient reason or 
lost its characteristics of being 
well-known it may be cancelled 
in any case. The person challenging 
the well-known status of a trademark is not 
deprived of the opportunity to provide any 
evidence showing that the trademark was 
not well-known or that it lost its well-known 
status. 

The Constitutional court examined in detail 
the appeal of the IP court and did not find 
that the relevant provisions of the law are 
unconstitutional. Hence, the trademark 
“LOSHADINAYA DOZA” continues to be 
well-known and ensures that other would-
be well-known trademarks be adequately 
protected.

To Conclude
The above case, though interesting because of 
specific circumstances, is not unique. There are 
several other trademarks whose owners took 
advantage of that opportunity provided by the 
law. For instance,                 . It was claimed to 
be well-known in 2010, and the patent office 
granted it protection retroactively from 1998. 
12 years bonus.

Interestingly, the Russian equivalent of 
“DISNEY”

              went through the same procedure 
but was awarded a longer retroactive term: 21 
years! That status was requested in 1988, and 
the patent office was generous to award it 21 
years from 2009 onwards and back to 1988.
There are several Russian trademarks too. The 
one below was given 21 years retro protection 
from 2006 (when the status was requested) 
back to 1985.
 
As may be seen, the advantages of a well-
known trademark are unprecedented, and 
they may well overweigh the difficulties, real 
or imagined on the 
way to recognition 
of one’s trademark 
as well-known.

The game 
is worth 
the candle.
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Is the USPTO  
ready for Bud?

Since the early 1900s, marijuana 
has faced many limitations 
from the state and federal 
governments because of its 
status as a Schedule I drug 
under the Controlled Substances 
Act (“CSA”), i.e., it was illegal.1   
Trademark law is one of those 
areas.  While both levels have 
lifted some of these limitations, 
they have not progressed at the 
same pace or scope.
In recent years, a great shift in U.S. public 
and political opinion favoring the drug has 
triggered a trend of legalisation across many 
state lines and the District of Columbia.  
Legalisation includes either full legalisation, 
medical use, recreational use, cannabis-
infused products, or a combination thereof.  
Currently, approximately only eighteen 
percent (18%) of the states still considers 
marijuana illegal, which means that eighty-
two percent (82%) of the states have legalised 
marijuana in some capacity.2   

Despite this shift, marijuana is still 
classified as a Schedule I drug, and federal 
trademark law dictates that applicants 
may not secure trademarks for “unlawful” 
goods and services.3 But on December 20, 
2018, Congress amended the Agriculture 
Improvement Act of 2018 (“2018 Farm Bill”) 
and removed hemp (not marijuana as a 
whole) from the CSA’s definition of marijuana.  
(Hemp refers to a very specific form of 
cannabis plants and derivatives where the 
cannabidiol (“CBD”) does not exceed 0.3% 
delta-9 tetrahydrocannabinol (“THC”).4)   So 
while the federal government only allowed 
CBD products with trace THC, the majority 
of state governments have legalised marijuana 
to a greater extent.

With this change in federal law, the 
United States Patent and Trademark Office 
(“USPTO”) was obliged to comply and 
issued an examination guide on May 2, 2019, 

providing guidelines for applicants seeking 
to register trademark applications filed 
after December 20, 2018, in connection to 
the newly legalised hemp-based goods and 
services.    

The intent of trademark protection is to 
motivate an owner to create something of 
value in the minds of potential consumers 
by impregnating a market.5 Accordingly, 
there are two primary purposes of trademark 
protection: (1) enable “consumers to 
distinguish among competing products” and 
(2) protect an owner’s interest and reputation 
by securing “the goodwill of his [her] 
business[.]” 6 

By only allowing specific hemp-based 
registrations and denying the rest, applicants 
are left with inconsistent trademark 
registrations for cannabis-related goods and 
services, which could potentially decrease 
the value of a federally registered trademark 
in the eyes of applicants.  Considering that 
over eighty percent (80%) of the states have 
legalised marijuana in some way, common-
law trademark protection will presumably 
become more relevant than federal protection 
as it relates to the cannabis industry.  This 
trend may potentially create chaos and 
confusion amongst consumers and owners 
alike.

To further complicate this issue, the 
USPTO has surprisingly granted trademark 
applications in connection to cannabis-
related goods and services prior to the 
2018 Farm Bill.  For example, CANNABIS 
ENERGY DRINK (U.S. Reg. No. 4315305) 
registered to the principal register on April 
9, 2013, in connection to energy, sports, and 
performance drinks containing cannabis 
seed or stem extract.  Similarly, MJARDIN 
PREMIUM CANNABIS (U.S. Reg. No. 
4714986) registered to the principal register 
on April 7, 2015, in connection to engineering 
and consulting services in the field of 
agriculture.7 Furthermore, CCOP (U.S. Reg. 
No. 4651863) registered to Medical Marijuana, 
Inc. on December 9, 2014, in connection to 
edible hemp-based products. 

These examples highlight the inconsistency 
already present at the federal level as to 
cannabis-related goods and services.  By 
granting a few cannabis-related marks and 
then rejecting others, the policy underlying 
trademark law is not being served.  That, plus 
the disparity between the state and federal 
legality of cannabis, creates 1) difficulty for 
consumers to differentiate between competing 
goods and services (state verses interstate 
commerce) and 2) a potentially impossible 
task for brand owners to carve out their 
market share nationwide.  

To effectively execute the purpose and intent 
of federal trademark protection, Congress 
must consider recent shifts in public and 
political opinions favoring cannabis-
related goods and services.  Businesses 
continuously turn to Congress and 
administrative agencies such as the USPTO 
to ensure commercial and economic growth.  
Disparities between state and federal 
restrictions significantly hinder this growth.  
As such, legitimate businesses seeking 
cannabis-related trademarks will continue 
to receive inconsistent and insufficient 
protection until cannabis is fully addressed 
by Congress.

121 U.S.C. § 802.
2Map of Marijuana Legality by State, DISA Global Solutions 
(Oct. 2019), https://disa.com/map-of-marijuana-legality-by-
state (last visited Nov. 2019).
337 C.F.R. §2.69.
4Examination Guide 1-19: The Examination of Marks for 
Cannabis and Cannabis-Related Goods and Services after 
Enactment of the 2018 Farm Bill (May 2, 2019), https://www.
uspto.gov/sites/default/files/documents/Exam%20-Guide%20
1-19.pdf 
5Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 
U.S. 203, 205 (1942).  
6Amazing Spaces, Inc. v. Metro Mini Storage, 608 F.3d 225, 
250 (5th Cir. 2010).  
7Although the connected services do not clearly state the 
relation to cannabis, the mark itself is an obvious indication of 
the particular services within agriculture.

As discussed by Michele Katz, Partner at Advitam IP 
www.advitamip.com
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Women Are Leading 
Landmark Cases on the Protection of 
Three-Dimensional Marks in Latin 
America –the CROCS Case in Colombia

The Colombia-based law firm of 
which I am the director and whose 
legal, paralegal and administrative 
staff are mostly made up of women 
–rather as a matter of fate and 
destiny– is a leading organisation 
that provides legal services 
designed to build and carry out 
effective intellectual property 
protection strategies in Colombia.

In 2019, the Superintendence of Industry 
and Commerce, which is the Colombian 
Trademark Office, issued two historic 
decisions in connection with two separate 
trademark infringement actions filed by 
world-renowned footwear manufacturing 
company Crocs Inc., having Estrategia 
Jurídica as their attorneys and legal advisors, 
against the footwear manufacturing Company 
Evacol S.A.S. for infringing two of Crocs Inc.’s 
three-dimensional marks, i.e.
Colombian 3-D Trademark Nº562485, owned 
by Crocs, Inc

Three-dimensional mark registered under 
certificate No. 562485.

Three-dimensional marks are particularly 
unusual because they consist of the 
representation of the shape of the goods 
themselves, which acquire distinctiveness and 
recognition and enables consumers to identify 
them in the marketplace, thereby making the 
image of the manufacturing company readily 
recognisable.  

The Decisions
• The Crocband Case:
In February 2019 the Trademark Office 
issued the first-ever decision concerning a 
three-dimensional trademark infringement in 
Colombian history, i.e., case No. 16- 230917, 
with the law firm Estrategia Jurídica Nacional 
e Internacional as Crocs’ attorneys, against 
the company Evacol S.A.S., for infringing the 
American Company’s rights over a three-
dimensional mark depicting the shape of 
the Crocband shoe, registered in Colombia 
under certificate No. 0534245, to identify 
goods registered under Class 25 of the Nice 
International Classification of Goods and 
Services.

Trademark Registration with Certificate Nº534245,
which represents the Crocband clog by CROCS.

The Trademark Office found that Evacol 
S.A.S had infringed Crocs. Inc.’s intellectual 
property rights for sales of the “ZUECO 
084”, “ZUECO 078”, and ZUECO 078-
07 models as they replicated the three-
dimensional mark No. 534245. Accordingly, 
the Trademark Office ordered the former 
to remove their infringing footwear models 
from the marketplace, as well as to pay 
damages to Crocs Inc., the holder of the three-
dimensional mark.

Models 084, 078, and 078-07, which were 
being marketed by Evacol S.A.S., were found 
to be infringing Croc Inc.’s three-dimensional 
mark.

References 084, 078 y 078-07 merchandised by 
Evacol S.A.S declared as an infringing product. 

By Claudette Vernot, Managing Director at  Estrategia Jurídica Nacional e Internacional.
Vice-Chair of the INTA Anticounterfeiting Committee for the 2020-2021 Committee Term.
www.advitamip.com
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The company Evacol S.A.S. was selling the infringing goods when Crocs, Inc. was granted the 
registration of the three-dimensional mark No. 534245 in Colombia in 2016. Following some 
challenging investigative efforts led by Estrategia Jurídica and after a direct claim failed, a 
trademark infringement action was filed with the Colombian Trademark Office. 

• The Classic Clog Case
In September 2019, the Colombian Trademark Office issued a second decision on three-
dimensional marks based on facts that were similar to those of the previous case. 

Evacol S.A.S. was found to have infringed Croc Inc.’s intellectual property rights, as they 
were manufacturing and selling models Nos. 073, 117, and 118, which infringed Crocs, Inc.’s 
intellectual property rights over the three-dimensional mark No. 562485, i.e., the iconic Classic 
Clog shoe–the company’s top-selling model.

Registered mark under certificate No. 562485, which depicts Crocs, Inc.’s Classic Clog design.

Models 073, 117, and 118 sold by Evacol S.A.S. were found to be infringing Crocs, Inc.’s three-
dimensional mark.

As in the Crocband case, the trademark infringement action was prompted by Evacol S.A.S.’s 
sales of the three above-mentioned models in Colombian territory after Crocs, Inc. was granted 
the registration of the three-dimensional mark No.562485.

The role of Estrategia Jurídica – a team lead by 
Trademark Protection Experts
The advancement of these trademark infringement proceedings was the result of a three-year 
strategic effort, which succeeded in bringing inline several essential services including legal 
projections, risk analysis, expert reports, and media and market assessments that led to the legal 
investigation of trademark infringements by Evacol and other players in Colombia’s market. 
Early on, our firm tried to settle the case with the infringing party, Evacol S.A.S., in different 
settings to expedite a settlement whilst avoiding the legal scenario, but that approach failed.

These decisions are highly relevant because, for the very first time, one of the leading 
manufacturers of counterfeit goods bearing Crocs Inc.’s three-dimensional marks have been 
sanctioned for intellectual property rights infringement. This case has had significant media 
impact in Colombia and has been a conversation piece inside legal circles as well as outside 
them.

Estrategia Jurídica has led Crocs Inc.’s anti-counterfeiting and trademark protection strategy 
in Colombia. We have proven effective in reducing sales of counterfeit goods that infringe 
Crocs Inc.’s three-dimensional marks in Colombia through cease-and-desist letters, infringers’ 
voluntary removal of infringing goods, customs measures, and criminal actions. The Company 
has built a comprehensive intellectual property strategy designed to protect Crocs, Inc.’s 
industrial property rights, and this decision has come to fruition through the support of 
Colombian authorities, which have been a key pillar in the foundation laid by Crocs, Inc. to 
build its global trademark protection program. 

No Trademark Protection program could 
have succeeded without the recognition by the 
Superintendence of Industry and Commerce’s 
work and other Customs and Tax authorities, 
such as the tax & Customs police (POLFA, 
Spanish acronym), with expertise in the 
country’s intellectual property regulations and 
challenges. We have an ongoing intellectual 
property training program in place across the 
country, which has been furthered with the 
support of the company Crocs Inc. 

A Positive Effect for 
IP Rights in Latin 
America 
At the industrial level, having secured this 
decision is a sign of the growth of Intellectual 
Property as a social, legal, and economic 
value in Latin American emerging markets, 
particularly the Colombian market. These 
kinds of decisions usher in a safe ecosystem 
to invest in intangible assets and further 
encourage a growing number of companies in 
the business of exploiting Intellectual Property 
assets to invest in Latin American markets.

Moreover, from an industrial perspective, 
this significant decision calls on companies 
of all sizes to (1) become aware of the need to 
enforce intellectual property rights, as creating 
a functional business based on intellectual 
property rights infringement is neither ethical 
nor cost-effective; (2) become aware of the 
need for early investing in the tools required 
for creating and implementing an intellectual 
property strategy, as such tools create and 
shield a company’s added value.  Protecting 
intellectual property in Colombia will 
translate into initiatives that will inspire more 
entrepreneurs to create innovation and build 
up the industry through their own creations. 
Our training program promotes creativity 
and entrepreneurship. Let’s not be copycats. 
Colombia has lots of creative potential. 

By shutting the door on counterfeiting and 
piracy, we will be opening a window to 
innovation and the creation of new brands 
and products in a market characterised by 
free, fair competition.  Our duty as attorneys 
is to raise awareness of building respect for 
and creating a culture of, Intellectual Property.

I have been appointed by INTA as Vice-Chair 
of the Anti-Counterfeiting Committee for the 
2020/2021 term. This will be a great challenge 
and a good opportunity to work in fighting 
Contraband and counterfeiting. I am very 
excited to be able to work with attorneys 
and practitioners in different jurisdictions in 
building strategies against the illicit trade and 
counterfeiting.
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Asimov and the 
Patenting of Ethical Robots  

by keywords, we elected to combine it with 
patent classes for the AI concept rather than 
with keywords, so as to be bound within a high 
relevance context. The two Cooperation Patent 
Classification (CPC) classes defined below 
seemed a good place to start:

1.  Artificial life, i.e., computers 
     simulating life 
2. Based on physical entities controlled     
    by simulated intelligence to replicate 
    intelligent life forms, e.g., robots 
    replicating pets or humans in their 
    appearance or behaviour

We used about 50 different expressions to 
capture the ETHICS concept. MORAL* and 
ETHIC*, of course, but ranging further from 
ASHAMED and ASIMOV via LETHAL* 
and OBLIGATION* to UNINTENDED 
CONSEQUENCES and WAR.

The retrieval was then examined to find 
candidates for discussion and analysis 
and to use them to identify further patent 
classification terms of interest.  Five more 
classes were chosen for combination with the 
ETHICS concept that can be summarised as:

3. Programme-controlled manipulators, 
    characterised by learning, adaptive, 
    model-based, or rule-based expert 
    control
4. Robotics programme-control systems 
    which learn by operator observation, 
    symbiosis, showing or  watching
5. Control of position, course or altitude 
    of land, water, air, or space vehicles, 
    e.g., automatic pilot, characterised 
    by the autonomous decision-making 
    process, e.g., artificial intelligence, 
    predefined behaviours
6. Computer systems based on simulated 
    virtual individual or collective 
    life forms, e.g., single avatar, social 
    simulations, virtual worlds or particle 
    swarm optimisation
7. Computer systems using neural 
    network models

These do not, of course, exhaust the classes that 
might profitably be used in such a combination.

Some 550 patents were retrieved, of which 
about 50 were considered relevant for the 
subject.  (This is a fairly typical relevance/
retrieval ratio for a landscape using our 
approach to searching).

The Three Laws and AI
We reviewed these cases with the aim of 
identifying the main themes occurring in the 
patent literature, and in particular, the extent 
to which one or more of the Three Laws might 
be applicable to the inventions.

by Victor Green and Kaj Mahendiran
Victor Green & Company - Patent Information Analysts

    www.victorgreen.co.uk

January 2nd, 2020 marks the 
centenary of the birth of Isaac Asimov, 
the prolific science fiction writer 
known to millions as the author of the 
Foundation stories of Galactic Empire 
and for his statement of the Three 
Laws of Robotics, which in various 
forms inspired dozens of his robot 
stories, and influenced the work of 
many other writers and film-makers. 

The Three Laws of 
Robotics are:
First Law
    A robot may not injure a human being 
or, through inaction, allow a human being 
to come to harm.

Second Law
    A robot must obey the orders given it 
by human beings except where such orders 
would conflict with the First Law.

Third Law
    A robot must protect its own existence 
as long as such protection does not conflict 
with the First or Second Laws. 1

It is not difficult to appreciate the simple power 
of this hierarchy of laws, nor the huge ambiguity 
they allow.  For example, in the Second Law, 
which humans are to be obeyed?  The fertility 
of this formulation and the variations it has 
engendered have proved inexhaustible.

As patent searchers, we were interested to see 
the extent to which the Three Laws and other 
ethical considerations appear in the patent 
literature on robotics and artificial intelligence 
(AI).  We appreciated that a great deal of the 
intellectual property in the ethics of AI would 
reside in copyright rather than in patents, but 
thought the exploration on the patent side 
might provide some information not to be 
found elsewhere.  

Method of search
The search aimed to find patents that fell 
under both of the search concepts AI (robots, 
artificial intelligence, machine learning, 
etc) and ETHICS.  As the ETHICS concept 
would almost certainly have to be specified 

Patents are filed to protect rights that may be commercially or industrially valuable, so perhaps 
there should be no surprise to find so many concerned with the behaviour of autonomously 
driven road vehicles, a growing, and potentially transformative industry. These amounted to 
one-third of the selection. One recent application that took the eye,  US 2019179306 assigned 
to Evexia Research, aims to prevent a driver using a vehicle as a weapon against pedestrians by 
simultaneously interpreting acoustic and accelerometer signals to detect actions such as high 
speed kerb-mounting, following which an unmodifiable algorithm brings the vehicle to the safest 
stop available, raises the windows, locks the doors and disables the accelerator.

Another five or so were also dedicated to specific applications such as prosthetic limbs preventing 
motions harmful to the patient’s body, home robots acting in relatively uncontrolled spaces, a 
global telecommunication system, and a system for managing training programmes that simulate 
human behaviour in considerable detail (see Boeing’s granted patent US 7983996).  Another five 
prioritised the self-preservation of the AI system; in other words, they were almost exclusively 
implementations of the Third Law.  

The remainder, about half, were mainly concerned with the social and emotional behaviour of 
intelligent systems, that is, aiming to enhance their interaction with human beings and human 
society.

The following graphic shows the pattern in time of the applications filed, and of the number of 
patents granted.

This shows a rise in filings from 2006 to 2007, then a slump coinciding with the financial crisis, 
followed by a much higher filing rate from 2015.  

Three cases explicitly invoked Asimov or the Three Laws of Robotics, and these tend to have very 
ambitious claims.  Consider, for example, Alan Kadin’s application US 2019258254 on a machine 
that constructs a virtual reality environment in which it can plan and implement goals:

… a conscious machine aware of its self, comprising: a set of sensor inputs from an environment; 
an artificial neural network, receiving the set of sensor inputs, and being configured to identify 
the self, agents, and objects represented in the set of sensor inputs, recognise correlated patterns in 
time and space in the environment, and plan achievement of a goal; and at least one automated 
processor, configured to construct a simplified dynamical predictive model of the environment 
that includes the self, interacting with the agents and the objects; a set of control outputs from the 
artificial neural network, dependent on the simplified dynamical predictive model, configured to 
alter the environment to implement the plan for achievement of the goal.

Of the 11 cases to which only the First Law of Robotics seemed to apply - protecting a human - 10 
were autonomously driven vehicles and one an emergency landing system for aircraft.

A further four cases, that appear to involve all three of the Laws of Robotics, build complex 
models of robot emotions as in Boeing’s patent mentioned above, and contain modules which 
balance the requirements of the system against those of the human user, stated for example in 
Sony’s US 2005197739 as:

… a behaviour control system and a behaviour control for the robot apparatus, having the 
function of adaptively switching between the behaviour selection standard taking the self-state 
into account, as required of the autonomous robot apparatus, and the behaviour selection 
standard taking the counterpart [human] state into account, depending on a prevailing situation.

Fig. 2 Top 20 jurisdictions by families, applications and grants

Fig. 1 Behaviour controlling system 
and behaviour controlling method 

for robot, US2005197739, Sony, 
September 8th, 2005

These often incorporate scenarios within 
which the AI system will act.  US 2014288704 
creates social robotic characters which may 
have a physical embodiment, that 
 

…include behavioural provisions for 
some important but unlikely short-term 
interactive scenarios that could arise 
quickly, such as those involving emotional 
or practical support for users known to be at 
risk for distress, such as users diagnosed with 
dementia or autism.

Conclusion
The growth in applications since 2015 has 
its origins in the deep learning revolution 
dating from about 2012 that resulted 
from the use of multilayer artificial 
neural networks to solve problems and 
outperform humans in fields such as 
beating the world champion in the game 
Go, visual pattern recognition e.g. for 
cancer diagnosis, and predicting protein 
folding and chemical targets for drugs. 2  

How will controls on robot behaviour 
such as Asimov’s laws be brought to 
have their effect when the processes by 
which the robots arrive at their decisions 
are no longer detectable by humans as 
was the case in purely rule-governed 
AI systems?  Perhaps we will just make 
a leap of faith and come to trust such 
“electronic persons” from our experience 
in interacting with them, as forecast in 
Steiner and Unbehaun’s application US 
2018012133.

100 years on from Asimov’s birth and 
nearly 80 years since he first articulated 
the Three Laws of Robotics, we may 
finally be entering the future he created 
for us.

1 Asimov, Isaac (1950). “Runaround”. 
I, Robot (The Isaac Asimov Collection 
ed.). New York City: Doubleday. p. 40. 
ISBN 978-0-385-42304-5. 

2 “Why Deep Learning Is Suddenly 
Changing Your Life”. Fortune. 2016.
Retrieved December 1st 2019.

Fig. 2 Patent application and grant velocity for AI and ethics

PATENTS
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Patents versus Data 
Exclusivity
A patent right gives the right holder the right 
to exclude others from making, using, selling, 
offering for sale, or importing the patented 
product/process. This right has been universally 
accepted and recognised as an intellectual 
property right. However, the protection of 
proprietary test data, particularly for a ‘new 
chemical entity’, was not believed to be accepted 
to provide the status like other IPRs. Article 
39.3 of TRIPS did not create data exclusivity as 
a right because it was believed to be created as 
an obligation on the governments to provide 
protection against unfair commercial use and 
maintaining its secrecy. Thus, Article 39.3 
contains two obligations: protection against 
disclosure and protection against unfair 
commercial use. Unlike other IP rights Article, 
39.3 did not specify what form such protection 
should take. This also gets support from the fact 
that the draft with [the bracketed text] presented 
to the Ministers at Brussels was later dropped 
from the finally accepted Article 39.3. The fact 
that the more detailed requirements related to this 
non-IPR field were deleted, clearly demonstrates 
that Members are free to choose how to protect 
the secrecy of the submitted data. As long as 
they protect such data from unfair commercial 
uses and keep it confidential, they would meet 
the obligations under article 39.3 of the TRIPS. 
It is also curious to note that TRIPS Article 
39.3 did not specify the length of the period for 
which a Member must provide a secrecy cover 
and its unfair commercial use to the test data. 
Therefore, those who favour this line of thought, 
contend that as long as the submitted data is kept 
confidential, the Members will comply with the 
requirement of the TRIPS agreement. 

Linkage of safety and efficacy with drug approval

Historically speaking, until the 20th century, 
there were hardly any laws regulating the 
contents and sale of pharmaceuticals. The pre-
market testing of drug efficacy was not a norm 
for the entry of the drug for public use before 
the first known enactment Food, Drug, and 
Cosmetic Act (FD&C Act 1938 ) was passed 
in the USA. Unfortunate events that triggered 
the development of medicines regulations 

Drug Exclusive Marketing Rights: 
Delaying Generics entry!
The generic drug manufacturers thrive 
on generic drugs based on expired 
patented drugs or non-patented drugs. 
The drugs which no longer hold a 
patent allow generic’s fair game for its 
entry in the market. The cheap cost of 
replication allows these drugs to be sold 
at a price tag far below the patented 
drugs or branded drugs.  Evidently, the 
patented drug owners suffer a profit cliff 
drop when the term of a patent expires, 
and generics captures a substantial 
share in the market of these drugs. 

In order to check and reduce the sudden loss of 
profits, original drug owners lobby for grants of 
data exclusivity or exclusive marketing rights. 
The term of such exclusivity, at times, is over and 
above the statuary patent term of 20 years from 
the date of filing. Such an attempt is invariably 
aimed at delaying the entry of a generic version 
of these drugs and which also raises the pertinent 
question of access to affordable medicines. Most 
of the developing nations have been resisting 
grants to marketing exclusivity or data exclusivity 
(as given by the drug approving Authorities in 
the developed countries), as they believe that 
such a provision is TRIPS Plus Provision and 
they are not obliged to include it in their drug 
approval laws. However, the developed nations 
are now attempting to seek the inclusion of the 

exclusivity provisions through 
the bilateral/multilateral/

regional Free Trade 
Agreements (FTA).

Written by Mr. D.P.S Parmar, Special Counsel at LexOrbis
www.lexorbis.com

date back to 1937 when over 100 people in 
the USA reported having died of diethylene 
glycol poisoning following the use of an Elixir 
Sulfanilamide. This drug was recommended for 
treating a variety of ailments, from gonorrhoea to 
sore throat. This new drug was first sold in the 
market as capsules before it was concocted as a 
solution of 10 percent sulfanilamide, 72 percent 
diethylene glycol, and 16 percent water. The use 
of diethylene glycol as a solvent without any 
safety testing turned out to be fatal. This incident 
catalysed the establishment of drug regulation 
laws in the USA in 1938. 

Concerns of new drug 
manufacturers 
Drug manufacturers agreed to guide the drug 
regulation laws. Still, they later found that 
scientific evaluation of new drug products 
before registration to ensure that all marketed 
pharmaceutical products meet the criteria of 
safety, efficacy, and quality is quite an expensive 
exercise. It involves the generation of confidential 
data gathered thorough clinical trials. As a 
bargain to meet the expenditure incurred 
on testing safety, efficacy, and quality of the 
pharmaceutical product, they insisted on the 
government for additional protections such as 
data exclusivity and exclusive marketing rights, at 
least for ‘new chemical entity’. The USA became 
the first country to allow data exclusivity through 
the introduction of the Drug Price Competition 
and Patent Term Restoration Act, 1984, which 
is popularly known as the Hatch-Waxman Act. 
Under this Act, the marketing approval of new 
drugs receives five years of data exclusivity. 
However, marketing approval of new indications 
for an existing drug receives three years of data 
exclusivity. Many other countries such as New 
Zealand, Australia, The European Union also 
agreed and introduced provisions of protection 
of undisclosed data or data exclusivity.

Drug Approval and Market 
Exclusivity: linkage 
Linking the marketing exclusivity with drug 
approval is a special provision to allow the 
owners of the new drugs to dominate the 

market for a fixed period of time, after which 
any competitive manufacturer is permitted to 
enter the market with a competing version of the 
drug. The drug in question may or may not be a 
patented drug. The proponent of linkage of drug 
approval with market exclusivity are those new 
drug innovation centres that are known to spend 
a substantial amount of time and incur high 
expenditure on R&D before a blockbuster drug 
is developed for health care needs. Typically, 
national authorities require all the new drugs 
(patented or non-patented) to be registered 
with the drug approval authorities before the 
marketing approval is granted. For registration, 
it is mandatory for the registrant to submit data 
relating to drugs’ quality, safety and efficacy 
(“test data”), and details on the composition and 
physical/chemical characteristics of the proposed 
pharmaceutical products. Submission of test data 
is a mandatory requirement to gain marketing 
approval. This being the first condition to 
be satisfied under article 39.3 obligation, the 
member state requiring test data for obtaining 
marketing approval must implement the 
provisions of article 39.3 Viz.
“3. Members, when requiring, as a condition of 
approving the marketing of a pharmaceutical 
or of agricultural or chemical products which 
utilise new chemical entities, the submission of 
undisclosed test or other data, the origination 
of which involves a considerable effort, shall 
protect such data against unfair commercial 
use. In addition, Members shall protect such 
data against disclosure, except when necessary 
to protect the public, or unless steps are taken to 
ensure that the data is protected against unfair 
commercial use.”

The Indian Scenario
In India, when the Drugs and Cosmetics 
Act, 1940, was passed to regulate the import, 
manufacture, and distribution of drugs in 
India, its primary endeavour was to ensure that 
the drugs and cosmetics sold in India are safe, 
effective and conform to state quality standards. 

A contentious issue 
in this regard is the 
suitability of the 
clinical data and its 
secrecy. The problem 
area here, according 
to the original 
drug owners, is the 
direct or indirect 
use of the clinical 
data for subsequent 
registration of 
p h a r m a c e u t i c a l 
products similar/
equivalent to those 
registered initially. 
They contend that 
the use of such data 
by the national drug 
approving authority amounts to unfair use. 
National authorities believe that so long as the 
non-disclosure condition of the undisclosed 
information is met and they would comply with 
the requirement of Article 39.3 of the TRIPS 
agreement. Accordingly, they contend that the 
regulatory authority’s subsequent reliance on 
the submitted data for the grant of marketing 
approval of a subsequent similar product is 
permitted so long as such data is not made public.

Market exclusivity 
(ME) and data 
exclusivity (DE)
The grant of marketing exclusivity for ‘new 
chemical entity’ means that a patent is not 
the only path to get exclusivity on the novel 
pharmaceutical products/drugs. “Marketing 
Exclusivity” refers to exclusive marketing rights 
granted by the drug approval authorities, which 
is believed to be done to promote a balance 
between new drug innovation [patented or non-
patented] and generic drug competition. This 
means that a ‘new chemical entity’ including 
pharmaceutical products/drugs can get 
marketing exclusivity where patent protection 
is denied or without a patent through the drug 
Approval authorities. This marketing exclusivity 
allows the exclusivity holders to recoup their 
investment and R&D efforts on clinical trials and 
rewards innovation where no patent is taken. 

The only difference being that it would be left 
to the discretion of the granting authority 

to fix the term of the marketing 
exclusivity between six months to 
seven years. Data exclusivity, on the 
other hand, is linked to non-disclosure 

and/or subsequent non-reliance on the 
clinical or test data and results submitted 
for drug approval for equivalent/or same 

drug by later applicant. The duration 
of such exclusivity in EU member states 

may vary from a minimum of six years for the 
originator of the test data to a maximum of ten 
years for New Chemical Entity(NCE), biotech 
products, or high tech products. 

Marketing exclusivity 
and patent exclusivity
In order to gain the added advantage for the 
pharma sector, the developed nations were 
successful in the inclusion of Article 39.3 
with certain deletion relating to the specified 

term. This became a bargaining position of the 
developed countries to settle for the revised draft 
of 39.3. However, one must understand that the 
drug approving authorities characterises ‘patents’ 
and “exclusivity” separately. “Exclusivity” refers 
to exclusive marketing rights granted by the said 
national authorities upon approval. This also 
supports the contention that the patent is not the 
only path to get market exclusivity. The patent 
exclusivity was designed to promote a balance 
between new drug innovation and generic drug 
competition. Whereas the marketing exclusivity 
is granted according to the type of drug, [usually 
between six months and seven years], and the 
clinical data produced is protected from unfair 
use by subsequent similar pharmaceutical 
products. Allowing marketing exclusivity under 
the cover of data protection would any way delay 
the entry of the ‘new chemical entity’ by generics.

Cautionary note 
If you are holding a patent in India, you will 
get the exclusive rights as per the patent law. 
“No patent” means the generic can enter the 
market any time based on the data submitted 
on the non-patented product /drug provided 
they prove that such product is similar/same. 
An attempt to provide patent linkage with drug 
approval suffered a setback in the CIPLA case 
where the Delhi High court refused to link the 
patent with the grant of the drug approval. This 
decision clearly distinguished the jurisdiction 
of courts and drug approval authorities to 
check the infringement. In this order, the court 
categorically stated that the drug controller has 
no power to ascertain infringement of a patent, 
which is clearly vested with the civil courts. For 
‘new chemical entity’ makers, no marketing 
exclusivity is available without the cover of the 
patent. However, generics are warned to make 
no mistake; it would be tremendously unwise to 
proceed to generic market products, including 
‘new chemical’ entities without checking existing 
patents. 

The best way to minimise 
the risk of an infringement 
threat is to get the ‘freedom 
to operate’ analysis done 
by experts.
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A PatWorld 
Presentation

Translations
With PatWorld, gone are the tedious translations of a title into Latin text in order to be useable 
in a search engine. PatWorld supports all language searching, including non-Latin, Cyrillic, and 
Chinese characters, with more being added frequently. Are you interested in Chinese patents? 
PatWorld will soon be a step above other competitors and allow you to run full-text Chinese 
searching, with titles and abstracts already available. PatWorld already has machine translation 
tools in place, eliminating the burden of using a separate translation means.

Highlighting
In order to use your time as effectively as possible, PatWorld features an automatic and adjustable 
highlighting feature employing an astonishing array of colour combinations as well as the ability 
to underline and particular bold words – never again will you be stymied by the limited selection 
of fixed colours. For example, you could set your highlighting to identify a key feature of your 
search; this would make mining through search results much quicker as important results are 
easily identifiable. Or, if you are short on time, PatWorld will automatically highlight words that 
are in your query.

Alerts
Our brand-new alerts system allows you to set up email notifications to alert you when particular 
changes occur in your folder, query, or patents you have rated in PatWorld using our 5-star 
rating system. These changes include new families being included in your specified string, new 
publications in existing families, legal status changes, and changes to numerous bibliographic 
fields. This is particularly useful in patent monitoring and can be fully customised to your needs 
- you decide the time, day, and frequency of your alerts, and once set up, it requires no further 
input from yourself.

               Figure 2: PatWorld’s alert feature.

 by Alec Griffiths, Manager, Biotech Team at Patent Seekers
 www.patworld.com

INTRODUCTION
PatWorld is an innovative, fully 
customisable patent search tool 
that has been developed by patent 
research specialists with over 100 
years of combined experience to 
provide a platform that is simple 
enough for novice searchers, yet 
comprehensive enough to meet the 
needs of professionals.

Customisable View
Having presentable, well-structured data is a 
priority; the user interface has been developed 
to maximise the display of this data. Enabling 
users to navigate and analyse results efficiently 
is at the heart of PatWorld. Completely 
customisable aspects of PatWorld include the 
ability to use our split view function to divide 
the screen when viewing results; permitting 
you to select which fields you wish to display 
on each side, such that you may, for example, 
view the drawings of a patent side by side with 
the description or claims. This is particularly 
useful when trying to comprehend complicated 
patents. From a freedom to operate point of 
view, it is also possible to personalise your 
viewing by excluding territories that aren’t 
relevant to your search. This removes the need 
for endless scrolling to find the information 
most relevant to you; all the information you 
are presented with will be exactly what you are 
looking for. On a more novice level, it is possible 
to collapse and expand various fields (family 
table, claims, description, etc.), for example, 
if you are most interested in the assignees of 
patents, you can remove all other fields from 
the viewing space. This leads to a much more 
streamlined viewing process by maximising 
the screen space available to you, allowing you 
to research as efficiently as possible. Figure 1: PatWorld’s split view function.
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Direct Printing
Sharing your search results with clients or keeping copies for your records is easy with PatWorld’s 
direct printing feature. This feature allows you to print exactly what’s on your screen; utilising 
our extremely customisable user interface, you can limit or expand multiple fields to show your 
colleagues or clients precisely the information they need to see. Combining our direct printing 
feature with PatWorld’s split view function makes printing only the necessary information easier 
than ever. It enables your colleagues or clients to also benefit from this extremely helpful tool.

Reports
We’ve recently added a report function, allowing users to generate, share, and print professional 
reports. Perfect for showing a client/colleague your progress or for keeping for your own records. 
Each report can be customised to include as much or as little information as possible, allowing 
you to keep your reports as concise or as detailed as necessary. The reports can separate all your 
results by star rating and will include any associated notes you’ve added throughout your search, 
all of your search strings will also be shown, letting you show your colleagues or clients everything 
you’ve done.

Charts
PatWorld charts offer new insight into your results, allowing a visual representation of your 
dataset. In PatWorld, the size of the data source used to generate your charts is limitless, no longer 
will you be hindered by the constraints of a large dataset - you can even use the entirety of the 
documents (all 65+ million) in PatWorld as your dataset! Chart type and colours can be selected 
and changed from multiple choices, including bar charts and world maps (with a full suite of 
chart analytics becoming available in the coming months). Assignees can be grouped, renamed, 
and hidden from any of your charts, allowing you to combine subsidiaries with parent companies 
or directly compare specific assignees of interest.

 Figure 3: A world map chart generated by PatWorld using all 65+ million documents available on the 
database. The map shows China has the largest number of documents at 19,845,035.

Projects
PatWorld allows users to record a history of all their searching and associated notes in folders. 
Through the projects function in PatWorld, users can create folders, comment on results, and 
rate particularly relevant documents and then share this information across multiple accounts 
for collaborative working. You can decide the level of access each account has to your project, 
enabling other accounts to simply view your work and add their own or grant them access to 
share your project with other accounts.

Legal Status
PatWorld provides legal status information 
based on INPADOC. When viewing the legal 
status of a patent family, PatWorld allows you 
to filter application numbers, providing you 
with the ability to streamline your view and see 
only the status of the family members that you 
need. You can also sort your results by the most 
recent changes in a family, making it easy to 
keep up to date on the status of any patents of 
interest – this is particularly useful if you have 
set up an alert in PatWorld, letting you easily 
and quickly view the details of the said alert.

Subscription Options
Being a patent database created by patent 
searchers, we were aware of how cumbersome 
the subscription models of other databases can 
be, that’s why we pride ourselves on our flexible 
subscription model that aims to suit all needs. 
Our subscription levels range from as little as 
one day, up to one year, so that you only pay for 
the time that you need. We aim to provide you 
with the freedom to manage your subscription 
according to your searching needs. 

To the Future
Our expert searchers are always thinking 
of innovative, new features to compliment 
the already unique and intuitive interface 
of PatWorld. In addition, our dedicated 
development team aims to continuously 
update PatWorld with these features 
(and more!) regularly, helping us to take 
significant steps towards revolutionising 
patent searching.

PatWorld. Your Access to the World of 
Patents. Fast. Clear. Flexible.

Contact us today for your free trial: 
marketing@patworld.com or sign in 
online: www.PatWorld.com
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A Global Analysis on  
Pilotless 
Automobiles

The Pilotless automobile is a kind 
of intelligent automobile, which is 
also referred to as a wheeled mobile 
robot. Since the 1970s, countries like 
America, Britain, and Germany have 
been researching pilotless automobiles, 
and there have been breakthroughs 
in feasibility and practicability since 
then. 
Integrated by technologies such as:

• automatic control
• architecture
• artificial intelligence
• visual computing

the pilotless automobile is an outcome of the 
highly developed technology of computer 
science, pattern recognition, and intelligence 
control. It can also be recognised as a sign of 
a country’s scientific strength and industrial 
level. 

This article did research on 10,793 patents, 
which were meticulously filtered and 
connected with relative technologies. This 
article provides a macro analysis from the 
perspective of the patent application trend, 
global patent distribution, key applicants, 
and technology breakdown to estimate the 
market expectation of the involved enterprises 
and the future market layout of the pilotless 
automobile. 

Global Application Trend
Since the 1970s, patent applications on the 
pilotless automobile were put through two 
stages. One is from 1976 to 2012, during 
which applications stayed at a low quantity 
(which can be connected with the fact that 
AI technology was still at slow growth).  
However, since the year 2013, a dramatic 
rise of applications can be identified, which 
may have benefited from the development 
of AI technology and unmanned vehicle 
technology. 

Driven by Google Inc, competition in the 
patent layout of related technologies has 

become more and more fierce among high-tech companies all around the world. Meanwhile, 
there was a prominent drop in patent applications in 2018, which incidentally doesn’t 
necessarily represent a downtrend since there is a time lag between application and publication.

 

Figure 1, Global Application Trend on Patents of Pilotless Automobile 

Global Distribution
Among the 10,793 applications for the pilotless automobile, China, as we might expect, takes 
the majority with 4196 patents. This shows that there are many Chinese companies involved in 
this industry and working on related technologies. From a global perspective, following Google, 
many established auto companies like Honda, Toyota, and Volvo are all involved in making 
patent portfolios in the area of the pilotless automobile. 

 

As discussed by Zhipeng Lui at incoPat 
www.incopat.com

Figure 2, Global Application Distribution on
Patents of Pilotless Automobile 
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IPC Definition on pilotless 
automobile-related areas

B60W(CONJOINT CONTROL 
OF VEHICLE SUB-UNITS OF 
DIFFERENT TYPE OR DIFFERENT 
FUNCTION; CONTROL SYSTEMS 
SPECIALLY ADAPTED FOR 
HYBRID VEHICLES; ROAD 
VEHICLE DRIVE CONTROL 
SYSTEMS FOR PURPOSES NOT 
RELATED TO THE CONTROL OF 
A PARTICULAR SUB-UNIT) 

G05D (SYSTEMS FOR 
CONTROLLING OR REGULATING 
NON-ELECTRIC VARIABLES)

B62D (LAND VEHICLES FOR 
TRAVELLING OTHERWISE THAN 
ON RAILS)

B60R(VEHICLES, VEHICLE 
FITTINGS, OR VEHICLE PARTS, 
NOT OTHERWISE PROVIDED 
FOR)

G08G (TRAFFIC CONTROL 
SYSTEMS)

 
While conducting a technology keywords 
analysis in the pilotless automobiles area, 
we found that technologies such as driving 
system, path planning, driving lane, automatic 
drive, and steering system are high-frequency 
words that exist in related patents.

 
Figure 5 Technology Keywords Analysis on 

Pilotless Automobile

Conclusion
1. Application of patents on the pilotless 
automobile have increased since 2013, which 
is in relation to the mature technology of 
the traditional automobile industry and 
the fact that the industry is looking for new 
technology breakthroughs. The industry 
also benefits from the high development 
of Artificial Intelligence and computer 
technology in recent years. Some key patents 
with high value have come out accordingly.
2. Currently, a high range of patents are 
applied in China, which shows that applicants 
have high confidence in the future market of 
the Chinese pilotless automobile industry.
3. The patent layout of technologies on 
the pilotless automobile is relatively 
concentrated, focusing on B60W and G05, 
followed by B62D, B60R, and G08G, which 
takes a similar proportion.

Applications from Top Applicants
Among all applications (on a group company basis), Toyota ranked the top with 461 patents, 
followed by Honda with 376, Hyundai with 274, Volkswagen with 228, Robert Bosch with 212, 
Nissan with 220, Baidu with 167, Denso with 147 and Mitsubishi with 144. Baidu was the only 
Chinese company making it into the top 10. 

We can notice that there is no significant gap in the application numbers of the automobile 
companies in the list, which means that most enterprises in this industry will regard the 
pilotless automobile as a selectable R&D route but not as key technologies to do a patent layout. 
By analysing patents of the top applicants, we will find that the patent layouts are relatively 
concentrated on areas like vehicle control, obstacle avoidance, path planning parking, automatic 
navigation, which are all key technologies on the pilotless automobile.

Figure 3 Patents Layout of Top 8 Applicants on Pilotless Automobile

Technology Analysis on High-Value Patents
We can evaluate the value of a specific patent from the aspects of 

• technology advancement
• technology stability 
• scope of protection.

  incoPat provides a patent evaluating system based on these three perspectives with dozens 
of indicators like patent life, families and events of litigation, pledge, invalidation, licensing, 
transfer, and so on. They also give each patent a score from 1 to 10. As shown in Figure 4, the 
horizontal axis represents the patent value scored by incoPat; the vertical axis represents the IPC 
numbers counting of the patents. 
We can notice that the value of patents on the pilotless automobile is relatively high, and patents 
with a score of 9 take the largest share. In addition, we can see that checking patents with a score 
of 2+ and patents of B60W take first place, which is the key technology and should be paid close 
attention to by the industry. There are a small number of patents of B60; however, there are 
some with high value.  The R&D team may show attention to the B60 area to check if there are 
blue ocean in patents. 

All in all, applicants attach great importance in the patent layout of the pilotless automobile and 
show absolute confidence in the further market of the pilotless automobile.  
 

Figure 4 Patent Value and Technology Distribution of Patents on Pilotless Automobile.  
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TRADEMARKS

DANCE MOVES  
AND COPYRIGHT

or textual (notations) accompaniment, and 
dramatic content such as a story or theme 
have to be taken into consideration while 
considering whether a work is “choreography”. 
The composition and arrangement of dance 
movements and patterns are copyrightable as 
choreographic works, provided they meet two 
criteria:

• The dance must be your original work:  
it must originate with you and show some 
minimal level of creativity.

• The dance must be fixed in a tangible 
object.  This might include a film or video 
recording of the dance, or a precise written 
description in text or a dance notation 
system.  An idea for a dance is not entitled to 
copyright protection, nor is a dance that has 
been performed but not notated or recorded.

However, copyright cannot subsist in certain 
types of choreography, such as:

i.    Social dances 
ii.   Discrete dance movements and 
       simple routines
iii.  Ordinary motor activities and 
       physical skills
iv.   Steps not choreographed or 
       performed by humans

  
Case: Academy of General Education, 
Manipal, and Anr. v. B. Manini Mallya 
The issue of copyright subsisting in dance 
moves was dealt with in the celebrated 
Indian case Academy of General Education, 
Manipal, and Anr. v. B. Manini Mallya , the 
Hon’ble Supreme Court of India reconsidered 
the fair use doctrine. Yakshagana Ballet had 
been developed by one Dr. Karanth and 
was performed in New Delhi in September 
2001. Manini Mallya, in whose favour Dr. 
Karanth had executed his will, filed a suit for 
declaration, injunction, and damages alleging 
the violation of copyright with respect to the 
said dance works vested in her in accordance 
with the terms of the will. 

The basis of her claim was that Dr. Karanth had 
developed a new and distinctive dance, drama 
troop or theatrical system, which he had named 
as `Yaksha Ranga’ which in his description 
meant “creative extension of traditional 
Yakshagana” and, thus, the Academy had 
infringed the copyright by performing the 
form without obtaining prior permission from 
her. She stated that seven verses or prasangas 
for staging Yaksharanga Ballet had been 

composed by Dr. Karanth apart from bringing 
in changes in the traditional form; thereof, on 
its relevant aspects, namely, Raga, Tala, Scenic 
arrangement, Costumes, etc.  

An argument was raised that literary work is 
different from dramatic work. The Hon’ble 
Supreme Court observed that the difference 
between the two rests on the fact that a 
literary work allows itself to be read while a 
dramatic work “forms the text upon which the 
performance of the play rests”. The question 
related to copyright in respect of a form of 
dance ballet, which had been developed by 
the testator. The Hon’ble Court held that such 
rights (rights to seven verses of the ballet as 
well as its theatrical or dramatic form) went 
to the respondent by virtue of her being the 
residuary legatee. Considering the fact that the 
Hon’ble Karnataka High Court had granted 
an injunction in favour of Ms. Mallya, the 
Hon’ble  Supreme Court noted that the High 
Court modified the order of the trial Court 
stating that if the Academy desired to stage 
any of the seven Yakshagana prasangas in the 
manner and form as conceived by Dr. Karanth, 
the same could be done only in 
accordance with the provisions 
of the Copyrights Act, 1957, 
owing to the copyright in seven 
prasangas being vested with 
Ms. Mallya. The Hon’ble 
Supreme Court also 
opined that the High 
Court should have 
clarified that the 
Academy could 
take the statutory 
benefit of the fair 
use provisions 
contained in 
clauses (a), (i), 
and (l) of sub-
section (1) of 
Section 52 of 
the Act.

As discussed by Aishwarya Chaturvedi, Associate at Singh & Singh
www.singhandsingh.com

COPYRIGHT

AUTHOR BIO:
Aishwarya is currently working 
with Singh & Singh Law Firm as 
an associate and her practice areas 
include Copyright and Trademark 
litigation. She has authored the book 
“The Unheard Predicament: Social 
and Legal Perspective on Women and 
Child Rights in India.”  She also has 
a keen interest in women and child 
empowerment and runs an NGO by 
the name Nirman. 

Copyright law gives the authors of literary 
works, dramatic works, composers of music, 
artists of an artistic work, producers of 
cinematographic film, and sound recordings 
the exclusive right over their original creations. 
Choreographic works are explicitly included 
under the definition of “dramatic work” under 
the Copyright Act, 1957. But a ubiquitous 
conundrum is – 

Does a choreographic work extend to 
single dance moves, or does it apply only 
to work that combines a sequence of 
movements into a larger routine?

The term “choreography” has not been 
defined in the Copyright Act, 1957; however, 
the Canadian Copyright Act defines the said 
term as the design or arrangement of a staged 
dance, figure skating, and also the sequence 
of steps and movements in dance or figure 
skating. Agnes de Mille, an American dancer, 
and choreographer pertinently stated in a 
comment submitted to the Copyright Office 
in 1959 that, ‘Choreography is neither drama 
nor storytelling, it is a separate art; it is an 
arrangement in time-space, using human 
bodies as a unit design, and it may or may not 
be dramatic or tell a story’.  This implies that a 
broad class of works could fall under the ambit 
of choreographic work, thereby including an 
individual dance move as well. 

What makes a dance 
work copyrightable as 
choreographic work? 
Several factors such as the presence of 
rhythmic movements from a dancer’s body in 
a defined space, compositional arrangement 
into a coherent, integrated whole, musical 

I n t e r e s t i n g l y, 
in certain 

c i r c u m s t a n c e s , 
choreography and 

even distinct moves have 
been accorded protection. 

For instance, the moves and 
choreography in the hundred-year-

old West Side Story are iconic to the relevant 
segment of people who are acquainted with 
the said work. Owing to its popularity, it is also 
a work that many try to steal or imitate. In one 
of the seasons of the popular show “Dancing 
with the Stars”, one of the professionals 
attempted to recreate the choreography. 
However, they were not allowed to use any of 
the iconic moves as it was, and if they did so, it 
could have posed severe problems for the ABC 
network. Therefore, copyright in the particular 
dance routine was acknowledged, and what 
resulted was a dance that reflected the style of 
the musical, but not the same routine.

Presently…
Presently, there is grave ambiguity about 
copyright subsisting in an individual dance 
move, and most jurisdictions decide the 
aforesaid question in negative. There is no 
doubt that copyright subsists in the artist’s 
video taken as a whole. The US Copyright 
Office issued a circular published in 2017 
stating that “short dance routines consisting 
of only a few movements or steps” cannot 
be registered, “even if a routine is novel or 
distinctive.” The said circular categorically 
specified that “social dance steps and simple 
routines” will not be protected by copyright 
“even if they contain a substantial amount of 
creative expression.” However, the position 
of the US Copyright Office is dynamic. It 

changes from time to time inasmuch as in the 
year 1952, Hanya Holm, an American dancer, 
and choreographer had submitted a system 
of dance notation of her choreography for 
the musical ‘’Kiss Me Kate’’ for registration 
as a dramatic work. It was accepted by the 
Copyright Office, although the dances did not 
tell a story. This was reported to be the first 
time dance notation was accepted.

Often single dance steps become immensely 
popular that they come to be associated only 
with the performer and/or choreographer 
and/or cinematograph film. Further, with the 
advancement of technology, such works reach 
a broader and diverse audience who, upon 
consuming the performance, begin to correlate 
it with the performer and even replicate the 
popular steps. 

So, can a dance move 
be protected under the 
trademark law? 
Tebowing or Kaepernicking are two signature 
dance moves for celebratory touchdown 
poses, which acquired trademark registration 
for various types of clothes and apparel. It is 
clear that even though the players developed 
the move, used the move and gained 
popularity for the same, and the 
name evolved from there, but 
only the name of the dance 
moves was registered. 
So, it is possible to 
trademark a dance 
move, but just the 
name of it and not 
the move itself. 

Therefore, if an 
individual dance 
move within a 
p e r f o r m a n c e / 
song video displays 
substantial originality 
and becomes 
significantly popular 
amongst the public, then in 
that scenario if another entity 
commercially exploits such dance 
moves, with the intention to gain monetary 
benefit from such use then such exploitation 
without the permission/ authorisation of the 
copyright owner ought not to be permitted in 
certain circumstances. However, as has been 
established above, copyright does not subsist 
in most single dance moves. While considering 
if copyright subsists in such move(s), it needs 

to be contemplated whether or not the part 
of the work copied represents a substantial 
part of the choreography and it needs to be 
emphasised that “substantial part” is not 
constituted only depending on the amount of 
work copied, but on its substantial significance 
or importance in relation to the work as a 
whole. Furthermore, another aspect that needs 
to be taken into consideration is whether the 
creation or reproduction of a work involved 
substantial use of skill and labour.

The most fundamental and crucial question 
that needs to be ascertained is whether the 
dance move(s) is original. The answer to this 
question is subjective and would differ from 
work to work; however, the same deserves 
to at least be deliberated upon since it might 
involve an author’s copyright being exploited 
by another person without permission for 
monetary gain, under the garb of fair use.  The 
essential criteria for the copyright to subsist 
in a work is that the work must be original 
and in tangible form. For instance, if a single 
dance move which is repeated multiple times 
to form a “sequence of steps” becomes so 
recognisable that even when performed by 
an animated character, it can be immediately 
distinguished from all other dance moves and/
or choreography, resulting in association of 
the same with an individual performer/ artist/ 
choreographer/ cinematograph film; it must 

have some degree of originality for it 
to be protected. In such a scenario, 

the rights of the performer and/
or choreographer should 

not be compromised by 
allowing the user of such 
work(s) to gain monetary 
benefit by encashing 
upon the performer’s/ 
choreographer’s work 
and popularity. The 
rationale behind 
Copyright law across 
jurisdictions is to 

balance the interests and 
equities of the copyright 

owners and the public 
at large. Therefore, the law 

promotes the dissemination 
of knowledge through as many 

modes as possible so that more people 
can consume it; however, the law does not 
justify unjust enrichment by an entity by way 
of exploiting the original works of a copyright 
owner without due permission/ authorisation. 
Thus, even though it is acknowledged that the 
prevalent law is that there can be no copyright 
in most individual dance moves, however the 
same is not a line in the sand.
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Counterfeits are costing the
UK Economy Billions
Counterfeit trade in the UK economy continues rising to epidemic levels. 

firstly, it introduced a methodology in order to measure the scale of counterfeit trade on the UK 
economy and provide an understanding of how this affects not only the revenue of UK IPR holders 
but also the revenue of the UK government. Second of all, the study applied this methodology to 
establish findings which confirmed that the problem with counterfeiting and piracy is continuing 
to escalate in the UK economy as well as others. 

This study, conducted by the OECD’s Task Force on Countering Illicit Trade, and the 
report prepared by the OECD Public Governance Directorate. The quantitative research 
in this study relied on a rich global database on customs seizures, provided by the 
World Customs Organisation (WCO) and supplemented with regional data submitted 
by the European Commission’s Directorate-General for Taxation and Customs Union, 
the US Customs and Border Protection Agency and the US Immigration and Customs 
Enforcement. © OECD, 2019

The new study provides an updated and further insight as to the effects of the global trade in 
counterfeit goods on the UK economy from two perspectives; The effect of counterfeit and 
pirated products produced outside but imported into the UK and the effect of counterfeit and 
pirated products on products produced within the UK;

The effect of counterfeit and pirated products imported into the UK;
1 Loss of Sales for UK industries (retail and wholesale sectors)   £9.2bn
2 Loss of Tax Revenues for UK government; (retail and wholesale sectors)  £3.1bn
3 Loss of Jobs for UK industries (retail and wholesale sectors)  60,000
4 Loss of Consumers’ Welfare for UK consumers    £4.8bn

The effect of counterfeit and pirated products on UK IPR’s;
5 Loss of Sales for UK right holders      £11bn
6 Loss of Tax Revenues for the UK government (manufacturing sector) £897m
7 Loss of Jobs for UK industries (manufacturing sector)   27,000

1. Loss of Sales (UK Retail and Wholesale sectors)
£4.2bn Loss of Sales (2013), or 1.4% total sales of UK wholesale and retail sectors in that year
£9.2bn Loss of Sales (2016), or 2.7% total sales of UK wholesale and retail sectors in that year

The loss of Sales in the UK Retail and Wholesale sectors is on the rise; it has increased by 
approximately £5bn since 2013.

2. Loss of Government Revenue (UK Retail and Wholesale sectors)
Lower sales in the retail and wholesale sector due to counterfeit and pirated imports in the UK 
mean lower tax revenues for the UK Government;
£582.66m (CIT) Corporate Income Tax 
£661.45m (PIT) Personal Income Tax and (SSC) Social Security Contributions 
£1834.80m (VAT) Value Added Tax 
The total value of these lost tax revenues for the UK government for the UK Retail and Wholesale 
sectors amounted to £3.1bn (2016).

3. Loss of Jobs (UK Retail and Wholesale sectors)
In contrast to the estimated losses in 2013, the estimated losses in 2016 again indicate a noticeable 
rise.
The impact on jobs in the UK retail and wholesale sectors due to the global infringement of their 
trademarks. 
60,000 job losses (2016), equivalent to 1.5% of total employees in the UK retail sector
40,000 job losses (2013), equivalent to 1.1% of total employees in the UK retail sector

Industries in the retail and wholesale sectorsmost 
impacted by job losses as a result of loss of sales;

12.6% Perfumery and cosmetics
12.1% Clothing & footwear
12.0%  Watches and jewellery
11.2% Pharmaceuticals

4. Loss of Consumers’ Welfare 
In 2016, consumers who knew they were purchasing fake goods were calculated at 46.5%. The 
study revealed that nearly half of counterfeit and pirated goods imported into the UK were 
willingly purchased by UK consumers who knowingly purchased fake goods. Consumers were 
less wary of purchasing clothing and footwear than they were fake foodstuffs and pharmaceuticals.

58.47% Clothing, footwear, leather, and related products
57.87% Perfumery and cosmetics 
55.46% Machinery, industrial equipment; computers and peripheral equipment; ships and aircrafts 
54.24% Watches and jewellery 
53.51% Electrical household appliances, electronics, and telecommunications equipment
53.21% Chemical and allied products; except pharmaceuticals, perfumery, and cosmetics
51.83% Non-metallic mineral products (e.g., glass and glass products, ceramic products)
44.20% Basic metals and fabricated metal products (except machinery and equipment) 
42.34% Textiles and other intermediate products (e.g., plastics; rubbers; paper; wood)
42.34% Household cultural and recreation goods; including toys and games 
40.19% Motor vehicles and motorcycles 
33.15% Food, beverages, and tobacco
32.81% Pharmaceutical and medicinal chemical products 
27.64% Furniture, lighting equipment, carpets, and other manufacturing n.e.c 

Consumer Detriment
In contrast to consumers who knowingly purchased counterfeit and pirated products, the study 
also calculated the loss to consumers who purchased products in the belief that the product was 
genuine and, therefore, worth the full price of a true product. The findings showed a staggering 
£4.8bn loss.

Consumer detriment – that is, the price premium unjustly paid by consumers in the 
belief they are buying a genuine product – in the UK due to deception on primary 
markets in 2016 amounted to almost GBP 4 .8 billion. © OECD, 2019

An estimate of consumer detriment in the UK by sector, 2016
£786m Electrical household appliances, electronics, and telecommunications equipment
£692m Watches and jewellery 
£676m Clothing, footwear, leather, and related products 
£640m Food, beverages and tobacco
£601m Motor vehicles and motorcycles
£520m Household cultural and recreation goods
£420m Machinery, industrial equipment
£122m Textiles and other intermediate products
£113m Furniture, lighting equipment, carpets, and other manufacturing 
£72 m Perfumery and cosmetics

5. Loss of Sales (UK Manufacturing Sector)
£8.6bn Loss of Sales (2013), or 1.9% of the total sales of these UK companies in that year
£11bn Loss of Sales (2016), or 2.1% of total sales of these UK companies in that year

The loss of Sales in the UK Manufacturing sector is on the rise; it has increased by approximately 
£2.4bn since 2013.

6. Loss of UK Government Revenue (UK Manufacturing Sector)
£897m Loss to the UK government (equivalent to 0.31% of total UK revenues), including a 
reduction in Corporate Income Tax (CIT) due to UK rights holders suffering lower sales and 
lower profits.

Due to the employment of fewer employees, this also results in a consequential loss of Personal 
Income Tax (PIT) and Social Security Contributions (SSC).

7. Loss of Jobs (UK Manufacturing Sector)
Lower sales of genuine goods manufactured in the UK have resulted in fewer jobs in the UK 
manufacturing sectors due to the global infringement of UK intellectual property rights (IPR). 
As with the loss of jobs in the UK retail sector, again, in contrast to the estimated losses in 2013, 
the estimated losses in 2016 indicate a noticeable rise;

20,000 job losses (2013), equivalent to 1.2% of total employees in the UK manufacturing sector
27,000 job losses (2016), equivalent to 1.3% of total employees in the UK manufacturing sector

Lisa Lovell, CEO at Brand Enforcement UK BEUK, reports…
www.brandenforcement.co.uk

The UK is one of the most affected 
by global counterfeiting and piracy. 
According to a recent OECD study 
(2019), the UK ranks eighth on the 
list of economies whose Intellectual 
Property Rights (IPR) suffers from 
counterfeiting.

When combined, the trade in fake UK IPR 
products and UK imports of counterfeit goods 
resulted in just under 87000 loss of Jobs for 
UK industries and a staggering loss to the UK 
Government of £4bn in foregone Tax Revenues. 
Additionally, the total Loss of Consumers’ 
Welfare for UK consumers of £4.8bn.

Despite this astronomical financial damage 
to the UK economy, just under half of the 
counterfeit and pirated goods imported to the 
UK were bought by UK consumers who were 
fully aware they were buying fakes.

Trade in counterfeit goods is a 
longstanding, worldwide socio-
economic risk that is growing in scope 
and magnitude. It challenges effective 
governance, efficient business, and 
consumer well-being, and has become 
a key source of income for organised 
criminal groups. © OECD, 2019

Trade in Counterfeit Products 
and the UK Economy: Fake 
Goods, Real Losses, OECD 
In 2017, an in-depth assessment of the level 
of trade in counterfeit and pirated goods in 
the United Kingdom (UK), was conducted, 
based on 2013 data. The results were published 
by the OECD in a report called the Trade in 
Counterfeit Products and the UK Economy: 
Fake Goods, Real Losses.

In a new study, an update of the results of 
the 2017 report have been revealed, based 
on a 2016 dataset, providing a quantitative 
assessment of the economic impacts through 
a methodology that was developed as part of 
the 2017 study.

The purpose of this recent study was to better 
understand the effect of counterfeit trade on 
the UK economy. The study was two-pronged; 

Industries in the manufacturing sector most 
impacted by job losses as a result of fake 
imports;

12.4% Perfumery and cosmetics
10.2% Pharmaceuticals
8.3% Household cultural and recreation goods
7.8% Watches and jewellery

It is hoped that the results of this new study 
will provide a solid basis that will help the UK 
government to identify the main governance 
gaps in this area and design policies to combat 
counterfeiting and piracy.

Lisa Lovell, CEO Brand Enforcement UK 
(BEUK), believes the UK Government should 
prioritise tackling the issue of consumer 
mentality towards the purchase of counterfeit 
goods.

“It is unbelievable that in this day 
and age a staggering amount of 
UK consumers are still knowingly 
purchasing fake pharmaceuticals; 
for example when it has been 
widely reported for years now that 
often counterfeit pharmaceutical 
products contain dosages which may 
be either contaminated or inexact 
and may also contain ingredients 
that are inactive, incorrect or even 
harmful,” said Lovell.

Lovell continued: “If we are to have 
any chance of changing consumer 
perception regarding the purchase 
of fake goods, then we need to start 
with the young people of today. We 
need to educate them and raise 
awareness of the importance of 
respecting intellectual property 
rights. We also need to call upon 
their enthusiasm in spreading this 
extremely important message to 
others”.

Lovell concluded: “If we can substantially 
reduce consumer demand for fake 
products, this will provide the greatest 
disruption of all to the counterfeit 
supply chain”.
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A case note on
Unilever Sri Lanka Limited v
Nature’s Beauty Creations Limited
(H.C. (Civil) 29/2018/IP)

160(5) (a) any false or unjustifiable allegation, in the course of industrial or commercial activities, 
that discredits or is likely to discredit, an enterprise of another person or the activities of such 
enterprise, in particular, the products or services offered by such enterprise. 

(b)  Discrediting may arise out of advertising or promotion and may, in particular, 
        occur with respect to—
(i)    the manufacturing process of a product;
(ii)   the suitability of a product or service for a particular purpose;
(iii)  the quality or quantity or other characteristics of products or services….”

Written by, Ms. Anomi Wanigasekera, Partner & Head of Intellectual 
Property & Ms. Navindi Naotunna, Associate at Julius & Creasy

www.juliusandcreasy.com

Unilever Sri Lanka (Unilever) instituted 
an action in the Commercial High 
Court regarding an advertisement 
discrediting Unilever brands “Lux” and 
“Lifebuoy”. 

Background
Unilever has been in existence in Sri Lanka 
for over 80 years.” Lifebuoy” and “Lux” are 
their internationally known brands that were 
introduced to the Sri Lankan market since 
the 1920s. They are manufactured for local 
consumption with strict compliance with SLSI 
standards.1

 
In May 2018, Nature’s Beauty Creations (NBC) 
commenced airing/publishing a series of 
advertisements promoting its ‘Chandi Panda’ 
soap. The commercials show a teacher and 
a newscaster making statements on soaps, 
purported classifications, and how quality is 
measured. 

Unilever contended that these advertisements 
contained several misconceived claims 
intended to maliciously discredit and disparage 
‘Lifebuoy’ and ‘Lux’ products and mislead 
the public. Their main contention for airing/
publishing these advertisements constitute acts 
of unfair competition, under section 160 of the 
Intellectual Property Act.2

NBC argued inter alia their advertisements 
state the truth. They submitted that Unilever 
has failed to differentiate soap and bathing bars. 
Therefore, misleading and misrepresenting to 
consumers their products are soap when they 
are actually bathing bars.

Applicable law
Section 1603  deals with causing confusion 
in the market, injury to the goodwill and 
reputation, misleading consumers/ public, 
discrediting the goods of a competitor, in the 
course of industrial or commercial activities. 
Disparaging claims: sections 160(4) and (5) 
Sections 1604, enumerates acts which shall 
constitute acts of unfair competition.

“160(4)(a) Any act or practice carried out or 
engaged in, in the course of any industrial 
or commercial activity, that misleads, or is 
likely to mislead, the public with respect to 
an enterprise or its activities, in particular, the 
products or services offered by such enterprise.
(b) Misleading may arise out of advertising or 
promotion and may, in particular, occur with 
respect to —

(i)    the manufacturing process of a 
        product;
(ii)   the suitability of a product or service 
        for a particular purpose;
(iii)  the quality or quantity or other  
        characteristics of products or services...

According to D.M. Karunaratne5  Section 
160(5) covers unjustifiable allegations even 
though they are not strictly false. Furthermore, 
the World Intellectual Property Organisation 
(‘WIPO’) Model Provisions on Protection 
against Unfair Competition, and the WIPO’s 
Articles & Notes on the Model Provisions 
on Protection against Unfair Competition 
(WIPO, Geneva, 1996) state that a correct 
statement can be deceptive if, it gives the 
misleading impression that the advertised fact 
is something out of the ordinary. The scope of 
unfair competition law in Sri Lanka does not 
require the establishing of intention or malice 
on the part of the defendant.6  Finally, as held 
by Fernando J, unfair competition law in Sri 
Lanka is not limited to the extent of compliance 
with legal obligations. It extends to equitable 
and honest business practices as well.7 

Decision
In considering issuing an interim injunction, 
the High Court judge referred to Felix Dias 
Bandaranayake v The State Film Corporation  
Where the Court formulated the tests to 
be applied in the grant of injunctive relief, 
accordingly, the matters to be considered 
by the Court are: did the plaintiff form a 
strong prima facie case and, if the balance 
of convenience and equitable consideration 
favoured the plaintiff?

His Honor found none of the advertisements 
mentioned the Unilever name or displayed 
Unilever products. Since Unilever have not 
referred to their products as “soap”, and instead 
the products contain the words “bathing bars” 
in small letters which a typical customer may 
not be able to see; the Court found that it is 
misleading and that Unilever has not come 
to Court with clean hands. Consequently, an 
interim injunction was not granted by their 
failure to satisfy all three limbs of the test.

Appeal 
Unilever appealed against the Order of the 
Commercial High Court, inter alia stating that 
NBC’s advertisements specifically target ‘Lux’ 
and ‘Lifebuoy’ products by innuendo. They 
argued that the advertisements depict a red 
and white soap product and target ‘Bathing 
Bars’. ‘Lux’ and ‘Lifebuoy’ hold the largest 
market share in relation to ‘Bathing Bars’ in Sri 
Lanka.

Their Lordships granted 
leave to Unilever and 
stopped NBC from airing 
the advertisements until 
the final determination.
The issue before the 
Supreme Court is, inter 
alia, whether in terms of 
section 160(5). If a party 
proves the allegation is 
true or justified, does the 
question of discrediting 
or likely to discredit an 
enterprise of another or 
their activities arise?

It will be interesting to 
look at how the Supreme 
Court will consider this 
issue at the appeal stage. 

1Sri Lankan Standard Institute standards.
2No. 36 of 2003.
3subsections (1) to (5).
4Subsection (4) and (5).
5Elements of Law of Intellectual Property in Sri Lanka 
(Sarasavi Publishers, 2010) on page 333.
6Sumeet Research and Holdings Ltd v. Elite Radio & 
Engineering Cp. Ltd (1997) 2 Sri.l.r. 393
7Sumeet Research and Holdings Ltd v. Elite Radio & 
Engineering Cp. Ltd (1997) 2 Sri.l.r. 393, 401-402
8[1981] 2 SLR 287.




